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CIVIL AND ADMINISTRATIVE REMEDIES
IN THE PHILIPPINES FOR

INFRINGEMENT OF INTELLECTUAL PROPERTIES

Eduardo D. de los Angeles™

The Philippines has provided in its Constitution that:

“The exclusive right in inventions, writings and artistic creations shall be
secured to inventors, authors, and artists for a limited period.”!

This avowed policy is complemented by the following salient principles

1.

a)

b)

c)

ay

b)

Under the Philippine Copyright Law

that the creator owns the copyright to his books, penodlcals, lec-
tures, lefters, dramatic or musical compositions, drawings,
painting, sculpture, reproduction, original ornamental designs or
models, plans, photographic or cinematographic works, computer
programs, prints, labels, translations, collections and other hterary,
scholarly, scientific and artistic works;?

that the copyright accrues from the moment of creation. wlthout
need of registration;®

that the copyright consists inr the exclusive nght to print, reprint,
publish, distribute, sell, translate, exhibit, use and dispose the in-
tellectual creation,* subject only to the limitations of Article II
of Presidential Decree 49° and the hcensmg prov1s1ons of Prem-
dential Decree 285.% : o

Under the thizppme Trademark Law L

that the producer or dealer of merchandise may appropnate fo his
exclusive use a trademark, tradename or service mark:not so ap-
propriated by another, to distinguish his merchandlse busmess or
setvice from others;’

that subject to Sectxon 2% and 4° of Republic Act 166, such trade-
marjk, tradename or service mark is registrable in the pnncxpal re-
gistrar.

*Dean, Ateneo Coliegevaf Law; Notes and Developments Edi tor, Atenco Law Journd, 1966.
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3. Under the Philippine Patent Law
a) that subject to Section 8'° of Republic Act 165, any invention

of a new and useful machine, manufactured product ér substance,
process, or an improvement thereof, shall be p_a_ltentable;1 !
b) that once patented, a patentee shall have the exclusive right to
 make, use and sell the patented machine, article or product and
to use the patented process for the purpose of industry or com-
merce, throughout the ‘Philippines'? subject to compulsory i
censing.! ‘

These Philippine laws which grant exclusivity to the copyright, trademark or
patent, necessanly extend to its respective creator, owner or inventor civil, ad-
ministrative and criminal® # remedies in case of infringement.

Definition of Infringement |

Infringeinent of copyright (or piracy) occurs where there is an unauthorized '

doing by any person of anything which the law solely vests on the owner of the
copyright.? 5 -

AInfringement .of" trademark .hédppens where a person. uses, without the
consent of the registrant, any reproduction, counterfeit, copy.or-colorable imita-
tion of any registered mark or trade name’in connection with the sale, offering for
sale, or advertising of any goods, business -or services on or in connection with
which such use is likely to cause.confusion or mistake or to deceive purchasers
or others as to the source or.origin of such goods or services, or identity of such
business; or -reproduce, counterfeit, copy .or colorably. imitate any such mark or
trade name and apply such- r'eprodi.'rction -counterfeit, copy, or cclorable imita-
tion to labels; signs, :prints;- packages ‘wrappets, .receptacles or advertrsements
intended to be used upon or in connection with such-goods, business or services.!

‘Infringement of patent. arise$ whete" “there is: an unauthorized making, using,
or selling for practical use; or:forsprofit; b"of an mventron covered by a valid claim
of a patent durmg the life theteof; :

Civil Remedres in Infnngement L L
For purposes of this lectur nfringement is assumed. The corresponding
crv11 remedies are: RS :

1. In mfrzngemem‘ of Copyzzgh
a)_. .injunction .. .
b) claim for actual damages

¢) impounding:
d). destruction ... .. .- ;
e) claim for other rellef mcludmg moral ;
and exemplary damages e

2. In infringement of Trademark '
o a) 1n_|unct10n ’ :
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b) claim for damages
c) destruction
d) cancellation

3. Ininfringement of Patent
a) injunction
b) claim for damages or a sum amounting to a
royalty, if the patent is registered

Injunction ‘

Injunction is an equitable remedy to protect from irreparable injury pro-
perty or other rights by commanding acts to be done or prohibiting their com-
mission.’® Thus, in a copyright case, the author of copyrighted Spanish books
may obtain a writ of injunction, where without his permission or that of his
publisher spurious copies of his books are sold by a book store and by ambulant
peddlers.! :

In a trademark case?® the owner of a registered mark and tradename
“Ang Tibay” in the manufacture and sale of slippers and shoes successfully was
able to obtain an injunction against a newcormer who used the same “‘Ang Tibay”
mark for pants and shirts. The Court said that “in the present state of develop-
ment of the law on Trade-Marks, Unfair Competition, and Unfair Trading, the
test employed by the courts to .determine whether noncompeting goods are or
are not of the same class is confusion as to the origin of the goods of the second
user. Although two noncompeting articles may be classified. under two différent
classes by the Patent Office because they are deemed not to possess the same
descriptive properties, they would, nevertheless, be held by the courts to belong
to the same class if the simultarieous use on them of identical or closely similar
trade-marks would be likely to cause confusion as to the origin, or pérsonal
source, of the second user’s goods. x x x The original owner is entitled to the
preservation of the valuable link' between him and the public that has been
created by his ingenuity and the merit-of his wares. or serVices Experiefice has
demonstrated that when a well-known tradé-mark is adopted by another even for
a totally different class of goods, it is done to get the benefit of the réputation
and advertisements of the originator of said mark, to convey to the public 4 false
unpressron of some supposed connection between the manufacturer of the Article
sold uader the original mark and the new articles being tendered to. the public
under the same or similar mark. x x x The owner of 2 tradé-mark or trade-nidme
has a property right in which he is entitled to protectron since there is damage to
him ffom confusion of reputation-or goodwill in the mind of the public as well as
from confusion of goods. The modern trend is to give emphasis-to the unfaimess
of the acts and to classify and treat the issue as a fraud.”

In a patent case*! the owner of a patented process for the manufacture. of
curved ‘handles-for canes, parasols and umbrellas by means of a lamp or blowpipe
fed with mineral oil or. petroleurn was-alsogranted a protective writ by enjoining
another manufacturer from using the same process save that the latterused a lamp
fed- with alcohol: The court held.that “an -alteration in a patented combination.
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which merely substitutes another old ingredient for one of the ingredient in tl_1é
patented combination is an infringement of the patent, if the substitute performs
the same function and is well known at the date of the_patent'as a proper
substitute for the omitted ingredient. Bora fide inventors of a combination are as
much entitled to suppress every other combination of the same ingredients to pro-
duce the same result, not substantially different from what they have invented.”

Courts are slow in issuing writs of preliminary and final injunction. For pre-
liminary injunction, they require proof that (a) there is a clear and certain right

_to the exclusive use of the copyright, trademark or patent and to the relief ide-

“manded, which consists in the restraining of the infringement or continuance
thereof; (b) the injury which results from the infringement is irreparable i.e. it
cannot be measured monetarily; and (c) there is a threat or continued commission
of infringement.?* A prior hearing is therefore mandated®’ otherwise the injunc-
tion is void, o o ‘

If a remedy is urgently needed, a .restra_ining order with a life of 20 days may
be requested|?* Unfortunately, the hearing for the preliminary injunction entails
time in view of the technical skirmishes regarding the complainant’s capacity to
sue, the existence of a cause.of action, and of the existence of infringement.

. Consequently,.the “prior hearing” which precedé,slthe issuance of the pre-
liminary injunction almost always. exceeds the 20-day life span of a restraining
order. There will result an interim period where no restraining order exists and
where the infringer may continue committing the acts of infringement.

Even when a preliminary injunction is issued, the writ posted is effective
only within the territorial jurisdiction of the court. Not only that. Some infringers
nullify the writ with deceptive schemes. , ' s

Thus, in one case?® a long time manufacturer of “bagodng”' (anchovies)
sought -to .enjoin Jocson from using the trademark “LORINGS” in the latter’s
production and sale of anchovies for being .a colorable imitation of the former’s
trademark. The court issued a preliminary injunction. Upon receiving the writ,
Jogson, changed . the .trademark to-“CORINGS” and continued to manufacture
.and sell anchovies, The, manufacturer amended its complaint and secured another
preliminary -injunction. to :prevent Jocson from using “CORINGS”. Upon receipt
of the writ, Jocson-altered,.the.trademark to *“ROMINGS’ and again continued to
manufacture and.sell anchovies: By. the time the manufacturer could re-amend its
complaint and. secure a.new writ .of preliminary injunction, two years had lapsed.
Worse, .contending -that..the -manufacturer could be. fully compensated. for-the
damages it wouldsuffer, Jocson was able to obtain an. order from the appellate
court for. the. lifting -of the preliminary injunction. upon the posting of a bond.

. - Of course, that. was a unique case. But it illustrates the difficulty of obtain-
ing relief even if remedies are expressly provided for. by law.

Damages = . W o o ;

‘Damages may " also - be recovéred: from - the -infringer.. However, under the
Copyright - Law, the creator: or owner-of:the intellectual property, referred to in
letters A-D.-of Section; 2 PD 49,.must: first establish that he has registered and
deposited’ with the National Library two complete copies of his work before he

-

1984 INTELLECTUAL PROPERTIES 83

can recover damages from the infringer. *® Thereafter, the creator or owner may
gsk for (a) actual damages®” which recompense for loss or injury: sustained
inclusive of unrealized profits;*® (b} recovery of profits from sales made by the
infringer as a result of the infringement. less costs;®® (c) moral damages which
assuage mental anguish and besmirched reputation;*® and (d) ‘exemplary
dama_lges which are imposed by way of example or as a correction for the
public good.*" o

Actual damages and profits must bé established by clear and convincing evi-

~ dence;** otherwise they may not be adjudged. Realizing the difficulty of gather-

ing evidence to prove damages in infringement cases, Presidential Decree 49 per-
mits the court to grant such damages which appear just in the premises in lieu
of an award of actual damages and recovery of profits, which amount shall not
be less than P1,000.>* This is illustrated in a case* where the complainant tried
to recover the profits eamned by the infringer, but was unable to prove how many
infringing postcards were printed and how much money the infringer made out
of the sale of such postcards. Hence, the court availed of the discretionary clause
and simply awarded the complainant £2,000. .

The Trademark Law also conditions recovery of damages in infringement
cases to the registration of the mark or tradename. The amount of actual damages
iseither the reasonable profit which the complainant would have made had not the
infringer infringed his rights, or the profit which the infringer actually made out
of the infringement.>* If the amount of damages is not readily ascertainable, then
the court may award as damages a reasonable percentage of the gross sales of the
infringer.?® Moral and exemplary damages may also be imposed.?” The court,
at its discretion, may even double the damages, in cases where there is actual
intent to mislead the public or to defraud the person entitled to the exclusive
use of the trademark.3®

The Patent Law also allows recovery of actual, moral and exemplary

-damages in infringement cases from the time the infringer-has actual notice of the

patent, unless the patentee has given notice to the public:that' the ‘machire,”
device, article or process is patented through the placing thereoti or on-its package’
the words “Philippine Patent” with the number of the patent:®* Thé action -
must-be brought within four years from the daté of infringement.*®" And, if the

amount of the damage is not ‘readily ascertainable, the court may award 3%, -
damages a sum amounting to a reasonable royalty.* R

Confiscation and Déstruction S b

In addition to its remedies of injunction and/or damages the oWwnéi Sf the’
infringed copyright may also obtain from the court an order to impound .and-
destroy all infringing copies or devices, plates, molds.or other means: for:making
such infringing copies.*> The same remedy may be sought in’ casestof infririge-
ment of trademark where: the court may direct destruction of all labels, signs;:
prints, packages, wrappers, receptacles and advertisements in the possession-of the -
infringer-bearing the registered mark -or tradename’ or any reproductioi’er color-+ '
able ‘imitation’ thereof, as well as all. plates, molds, matrices and ‘othei fmeansof:
making the same.*® + . .. 0 Lo e D e e
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Cancellation

. Further, in any action involving a registered mark or trade name, the court
may determine the right to reglstratron and order the cancellatlon of the infring-
mg trademark’s registration.* :

1

Admrmstr'atrve Remedies in Infringement
As -earlier stated, beside civil remedies, Phrhppme laws grant the creator,

owner or inventor the following admmrstratrve remedles in case of

- 1. Infringement of Copyright
' a) seizure and condemnatron of 1mported
\ plrated artlcles '

2 Infrzngement of Trademark -
a) interference proceedmgs
b) | opposition to registration
¢) | cancellation of registration - &
‘d) ' prohibition to theimportation of artrcles
“ with the infringing trademark’ -
-e) complaint before’ the Food and Drug
Admmlstratlon ! :

3. flnfrzngement of Patent .

a) ‘protest . ) .
b) - interference proceedmgs
.~¢)  cancellation of patents .

Seizure-and Condemnation -
. There- is. legal. prohibition to. import any prratrcal coples or likeness of any
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work .in~which Philippine copyright subsists.so that.any. importation or entry _

into, the country of .the:materials mfrmgmg the copynght may. be seized, con-

demned and disposed. of. admmlstratrvely F
:/ The registered owner of ‘a trademark has the same admlmstratrve remedy in

bamng importation, and entryin, the, Phlhppmes of merchandrse bearing-infringing . -
marks or tradenames.*¢ To invoke :this remedy, however the regrstered owner.of

a mark must annotate in the books of the Collector of Customs its name and resi-
dence, the name of the place where its goods are manufactured and a copy of the
certificate of registration. It must also furnish the.Collector of Customs. with
facsimiles; of the: foregoing for tra,nsmlttal to drfferent ports of entry.4?

Oppositron ‘ o
- Af the user- of the mfnngmg mark -or tradename attempts to regrster such

mark or-‘tradenam?®.in ‘the Philippines Patent Office: to* give a color of légitimacy

thereto,- as:to enable-him to use such mark or:tradename.in the :Philippires, the

trademark’ owrner may:‘oppose*® such registration: -The trademark:.owner must
specify -under oath the-grounds’ on.which: the;opposition is based -and .include a

statement. of sthei facts relied upon. After. hearing,;the Director.of Patents may.,.
reject the application for registration because the trademark applied for so resem- :
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bles a mark previously registered and used by another in the Philippines.*? This
may, therefore, be considered as another administrative remedy to suppress an
infringement of trademark or name.

Interference
Anotller remedy arises when the Director of Patents declares an “interfer-

ence’’ because an application is made for the registration of a trademark or trade-
name which so resembles a mark or tradename previously registered by another as
to be likely, when applied to the merchandise or when used in connection with
the business of the apphcant to cause confusion or mistake or to deceive purcha-
sers. 0

The ‘interference isa proceeding mstltuted for the purpose of determlnmu
the question of priority of adoption and use of a trademark, tradename or service
mark between two or more parties claiming ownership of the same or substanti-
ally similar trademark, tradename or servicemark %!

Cancellation _

If in the meantime, the infringing tradémark or name is somehow registered,
the -true owner may seek cancellation of such registration in the “interference”
proceeding®? or institute before the Patent Office separate cancellation proceed-
ings on the ground, among others, that the registration was fraudulently
obtained.** In the latter instance, the Director of Patents can order the cancella-
tion of registration if after notice and hearing, the true owner is able to prove the
ground for cancellation. This administrative procedure for cancellation is more
expeditious than its judicial counterpart because the Patent Office is not bound
by ‘the strict rules of court and because the Patent Offrce enjoys a decisive

- expertise over the subject.

‘Note, however, that a party who unsuccessfully ﬁles an Opposmon to applr-'
cation for registration cannot later file a petition for cancellation of registration.
As held in one case,*® “the opposition to a registration and the petition forcan-
cellation are alternative proceedmgs which a party may avail of accordmg to hrs
purposes, needs and predicaments.” - :

Finally, if d trademark or name covering food drug and cosmetrcs is 0 .in-
fringed as to constitute mlsbrandmg it. may admmrstratrvely be seized by the
Minister of Health.5* - SR

- ‘With " respect to patents, the avarlable remedres against mfrmgement are:
(a) protest, which a person may file with-the Patent Office to inform it of an-op-
position to:the granting of an’ infringing patent®® and which, unfortunately, is
not to-be acted upon but merely to be acknowledged by the Principal Patent
Examiner; (b) interference, which. is’ instituted to determine the question of
priority of invention between 'two or more parties elaiming substantially the
same‘patentable invention;*” and (c).carcellation of the infringing patent because
the person to whom .t ‘is issued is not.the true and actual inventor, designer or
author of the utility model: and/or :did -not derive his nghts from the true and
actual inventor, desigiier or author.’® ;
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Right of Foreigners to Avail of Remedies . A
From the foregoing, it can be discérned that the Ph111pp1nes adequately

provides legal remedies to minimize ‘infringement. of intellectual properties. Such
protection extends to foreign authors if they obtain a local copyright to protect
their inteliectual creation and if the infringement occurs in the Philippines. But
even if no copyright is obtained locally if the foreign author is a citizen or
nafional of a _country which is a member of the Berne Convention, he may claim
exclusive rlght to his work and secure protection under ‘Philippine law. Under
_ Article 4 of the Beme Convention, authors who are ‘nationals of any of; the
" countries of the Union shall enjoy-in countries other than the country of origin of
the work, for their works, whether unpublished or first published in-a country
of the Union, the nghts which their respective laws now or may hereafter grant
to their: natlonals, ds well as thé rights specially granted by the Convention.
The Berne Convention prov1des as follows '

Y

“(\ ) Authors who are nationals of any of the Cou-rtnes of the Union shall en-
joy in Countries other than the Country of origin of the work, for their works, whe-
ther unpublrshed or first published in a Country of the Union, the rights which their
respective laws do now or may hereafter grant to therr nationals, as well as the rights

. speclally granted by this Conventron

(2) The en]oyment and the exercise of these nghts shall not be subJect to any
formality; such enjoyment and such exercise shall be mdependent of the existence
of protection.in the Country of origin of the work. Consequently, apart from the
provisions: of this Convention,. the extent of protection, as well as 'the means of -
redress affdrded to the author_to protect his rights, ‘ghall be govemed exclusrvely
by the laws of thie: Country where protectron is clarmed 59

It w1ll be noted ‘from the foregoing provisions that whereas the enjoyment

and exercise of copyright shall not be subject to any formality, nevertheless a
foreign author whose -country is a member of the Berne Conventjon still has to
comply with' the laws of ‘the: ceuntry, where: protection is claimed, insofar as
extent of:protection and the means of redress to.protect his rights are concerned.
- .On:the other hand, authors who are not:nationals-of one. of the countries of

- the Union and who first publish their works in one of those countries shall-enjoy,
in‘that ‘country.-the same “right as native authors, and in the: other countries of
the Union-the rights granted by thé Berne Convention:%° : S
With respect to patent infringement, any foreign corporatron( or ]unstrc
person: to. which'a patent for :an invention.or design has been-granted -or assigned
under: this -Act may ‘bring an .action -for infringement in- the Philippines, whether
or not it ‘has been:duly licensed to do.business herein at the time it brings the
complaint: Provided, That the country of which-the said foreign. corporation or
juristic'. person . is:a: c1tlzen, ot in which it is' domiciled,: by treaty., convention;

_Qr’ law; grants: a- similar- pnvﬂege to corporate-or juristic: citizens of the Philip-

pines:*! A ‘similar .provisiori®? - exists in favor of :a.foreign corporatlon or le‘lSth
person where there is infringement of trademark or tradename: -

» Itr:certainly -appears,” therefore, that .the -Philippines- has;; through 1ts laws,
ablded by its constitutional policy to secure to inventors and.authors their exclu-

“
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sive rights to their intellectual creations. The remaining problem lies in the quick
detection and confiscation of the infringing articles and brands, and the swift
prosecution of the infringers. But the expanse of our shoreline as contrasted to
the size of our enforcing agencies hinder resolution of the-problem. It is only
through the proper education of the consumer to discern fake brands and pro-
ducts, and their oftentimes inferior qualities, and -the vigilance of our patent and
trademark lawyers that we can contain the ever gnawing problem of infringement.

FOOTNOTES

1Sec. 9, Art. XV, 1973 Philippine Constitution
2Sec. 6, PD 49
38ec. 2, PD 49
4Sec. 5,PD 49

$ Article II of PD 49 provides in part that:

Section 10. When a work has been lawfully made accessible to the ‘p.ublic, the
author shall not be entitled to prohibit:

1.. Its recitation. or performance (a) if done privately and free of charge; or (b)
if made for strictly charitable or educational purposes, or at religious services by any
educational, charitable or religious institution or society.

2. Reproductions,. translations and adaptations thereof destined exclusively for
personal and. private use.’ '

Section 13. Libraries, public archives and museums have the right, subject to the
conditions specified in the succeeding paragraphs, to produce for purposes of their activi-
ties by photographic means, and without the consent of the creator or proprietor, copies
-of a literary or artistic work. Nevertheless, except in cases-where special reasons justify it,
not more than two copies may be rfhade.

PD 285 provides that:

Séction 1 Whenever the price of any educational, scientific or curtural book,
pamphlét and other written materials, whether of domestic or forergn origin, has become
so exorbitant ‘as to be detrimental to the national interest, as (determined, and ‘declared
by a committee composed of the Secretary of Education and Culture, the Drrector-Gene- ]

‘1al of the Natiopal Economic and Development Authority, and the Chairman of the
Media Advisory Council, such book , pamphlet or written material may be reprinted.by
the Government or by any private printér or printérsfor a limited-periodi_and-only for
. the.purpose of rnaking the same available_to the people at reasonable cost.

) Sectzon 3. The reprmtmg of the above books pamphlets and matenals shall be
sub_]ect to the condition that the reprrnter shall pay, in local currency, a royalty of three
" per centum (3%) of the .gross selling . price, if so demanded by the authors, pubhshers or
copynght propnetors concerned whoever is legally entltled thereto: Provided, That in
the ¢ase of non-resident authors; publishers or copyright propnetors, the payment of the
royaltiés- shall be-made-only’to them personally in. the Pluhppmes or their respective
representatives.or branch offices in the Philippines.



7Sec. 2A, RA 166

8Section 2 What are regrstrable Trademarks trade names, and service marks owned by

_ | tion with the’
o _trvely rm‘des riptive of them or when applred to or uSed in connectron with the goods,

l°Sectron 8. aneniwm not patentable .
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persons, corporatrons partnerships or associations domiciled in the Philippines and by
persons, corporations, partnerships or associations domiciled in any foreign country may
be registéred in accordance with the provisions of this Act: Provided, That said trade
marks, trade names, or service marks are ‘actually in use in commerce and services not
less than two months in the Philippines before the. time the applications for registration
are filed: And provided, further, That thé country of which the applicant for registration
is a citizen grants by law substantially similar privileges to citizens of the Philippines,
and such fact is officially certified, with a certified true copy of the foreign law translated
into the English language, by the government of the foreign.country to the Government
of the Republic of the Philippines. S

9Section 4. Registration of trade-marks, trade. names and service-marks on the principal register.

— There is hereby established a register of trade-marks, trade names and service-marks
which:shall be known as the principal register. The owner of a trademark, trade name or
serviceymark used to distinguish his goods, business eor services from the.goods, business
or serdces of others shall have the rrght to regrster the same on the prrncrpal register,

unless rf

(a) Consists of or comprises immoral, de.ceptive or scandaious matter.; or-matter
which may disparage: or falsely ‘suggest a connection. with:persons, living or dead, institu-
tions; beliefs, or-national symbols, or'bring them into contempt or disrepute;

(b) Corsists of or comprises:a name, portrait or signature identifying a particular
living ‘individual. except by his -written consent, or the name, signatiire, or portrait of a
deceased President-of the: Phrhppmes, during the:life of his widow, if any, except by the
written consent of the wrdow ;

: (@) Consists-of or comprises a mark or trade name whrch so resembles a-mark or

- trade name registered in the Philippines or a mark or trade name previously used in the
Philippifies by -another ‘and not. abaridoned, as to be likély, when applied.to or used in
connection with the. goods, busingss or services of the applicant, to'cause confuision’ or
mistake or to deceive purchasets;or

() Consists.of a mark or trade name which, when applred to or used in connec-
s busmess of 'servicés of the" applrcant is merely descriptive or decep-

R ¢ B rExcept as. eXpressly excluded in paragraphs () (b), (c) and (d) of this

v se6tion; nothing herein shall prevent the:registration.of a:mark:or trade name.used by the
applicant which.has become distinctive of the applicant’s goods,business or services. The
Drrector may accept as pnma facte evrdence that the mark or trade name has become dis-

' ﬁve’years next precedmg the vdate of the ﬁlmg of the applrcatron or rts regrstratron

An mventron shall not be patentable rf it:is contrary
to public order or morals, or to public health: or welfare, or if it constitutes.a-mere idea,

e it s
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scientific principle or abstract theorem not embodied in an invention'as specified in
Section seven hereof, or any process not directed to the making or improving of a.com-

mercial product.
'1Sec. 7, RA 165
'2Sec.37, RA 165

138ection 34. Grounds for compulsory license. — Any person may apply to the Director:for the
grant of a license under a particular patent at any time after the expiration of three years
from the date of the grant of the patent, under any of the following circumstances:

(a) If the patented invention is not being worked within the Philippines on a
commercial scale, although capable of being so worked, without satisfactory reason;

(b) If the demand for the patented article in the Philippines is not. being met to
an adequate extent and on reasonable terms, without satisfactory reason;.

() If by reason of the refusal of the patentee to grant a license or licenses on
reasonable terms, or by reason of the conditions attached by the patentee to licenses or
to the purchase, lease or use of the patented article or working of the patented process or
machine of production the establishment of any new trade or industry in the Phrlrppmes
is prevented, or the trade or industry therein is unduly restrained; or .

(d) If the patented invention relates to food or medicine or is necessary for
public health or public safety. :

The term “worked” or “working” as used in this section means the manufacture
and sale of a patented article, or the carrying on of a patented process or the use ‘o_fa
patented machine for production, in or by means of a definite and substantial establish-
ment or organization in the Philippines and on a scale which is adequate and reasonable
under the circumstances. (RA 165)

14The criminal remedy is discussed by another lecturer in the conference.
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29 Ang v. Teodoro, 74 Phil. 50
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22gec. 3, Rule 58 Revised Rules of Court

238ec.8, Interim Rules of Court

24Dionisio v. CFI, 124 SCRA 222

25Jocson v. Salonga, 9 CAR 852

263ec. 26, PD 49
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28 Art, 2200, New Civil Code

29Sec. 28, PD 49

30 Arts. 2217 and 2220, New Civil Code

31 A1t 2229, New Civil Code
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